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REQUIREMENT IS NOT SATISFIED & TERMINATING THE 
INVESTIGATION 

(February 11,2011) 

On January 6, 2011, respondents Nintendo Co., Ltd. and Nintendo of America Inc. 

(collectively "Nintendo") filed a motion for summary determination that the economic prong of 

the domestic industry requirement is not satisfied. (Motion Docket No. 743-004.) On JanuaTy 

18, 2011, complainant Motiva, LLC ("Motiva") and the Commission Investigative Staff ("Staff') 

each filed a response opposing the motion. On January 27,2011, Nintendo moved for leave to 

file a reply which is hereby DENIED. (Motion Docket No. 734-007.) 

Nintendo argues that Motiva cannot carry its burden of satisfYing the economic prong of 

the domestic industry requirement. Nintendo asserts that Motiva is relying solely on 19 U.S.C. § 

1337(a)(3)(C) to demonstrate the alleged existence of a domestic industry. Nintendo argues that 

the activities of the inventors of the asserted patents, Kevin Ferguson and Donald Gronachan, 

should not be attributed to Motiva because these activities occurred prior to the formation of 

Motiva. Nintendo argues that Motiva's research, development, and marketing activity and 
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freedom-to-operate opinion are irrelevant because these activities were completed or failed four 

years ago, and at least 99.9% of these activities had completed or failed even before the asserted 

patents issued. Nintendo avers that: (a) Motiva has not invested in a licensing program; (b) 

Motiva never invested in anything that is relevant to the economic prong of the domestic 

industry requirement; and (c) Commission precedent is settled that the sort of prosecution, 

litigation, and opinion-of-counsel activity Motiva alleges cannot establish a domestic industry. 

Nintendo also argues that even if the activities of the inventors were attributed to Motiva, their 

development and marketing activity is not "substantial." 

Motiva counters that it has established a domestic industry, and lists 8 categories of assets 

it says supports its position that it has made "substantial investment in [the patents'] exploitation, 

including engineering, research and development, or licensing."l 

Motiva contends that Nintendo is not entitled to summary determination because there 

are issues of disputed material fact concerning Motiva's substantial investments in engineering, 

research and development, and licensing. Motiva says that its evidence shows, at the very least, 

that it is the process of establishing a domestic industry. Motiva argues that Nintendo 

improperly ignores the whole and focuses on each of Motiva' s investments in isolation. Motiva 

asserts that Nintendo incorrectly ignores investments made prior to Motiva's formation, pre

patent issuance investments, and litigation and patent prosecution investments. Motiva says that 

Nintendo should not benefit from its unfair competition and that protecting Motiva promotes the 

purpose and policy of the domestic industry requirement. Finally, Motiva asserts that Nintendo's 

motion is premature. 

Staff argues that while there are serious questions concerning whether Motiva will 

ultimately be able to demonstrate the existence of a domestic industry, there are disputed issues 

1 The detailed list appears in the analysis section, infra, and is omitted here to avoid redundancy. 
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of fact that preclude summary determination. Staff also argues that there are disputed issues of 

fact concerning whether a domestic industry "is in the process of being established." Staff 

disagrees with Nintendo's contentions that expenditures made before issuance of the patent can 

never count as part of the domestic industry, as well as the argument that only expenditures made 

directly by a complainant can be considered. Staff asserts that there are serious questions 

whether investments in prototypes and sweat equity are related to exploitation of the patents or 

are related simply to ownership of the patent and to factors such as sales and marketing that are 

generally not considered to constitute a domestic industry by themselves. Staff asserts that there 

are questions of fact regarding Motiva's allegations that an industry was in the process of being 

established, but that its establishment was halted by the introduction of the allegedly infringing 

Nintendo products. 

I. Legal Standard 

The Commission Rules permit a party to "move with any necessary supporting affidavits 

for a summary determination in its favor upon all or any part of the issues to be determined in the 

investigation." 19 C.F.R. § 210.18(a). Summary determination "shall be rendered if pleadings 

and any depositions, answers to interrogatories, and admissions on file, together with the 

affidavits, if any, show that there is no genuine issue as to any material fact and that the moving 

party is entitled to a summary determination as a matter oflaw." 19 C.F.R. § 210.18(b). 

Summary determination under Commission Rule 210.18 is analogous to summary judgment 

under Federal Rule of Civil Procedure 56. See Certain Asian-Style Kamaboko Fish Cakes, Inv. 

No. 337-TA-378, Order No. 15 at 3 (U.S.I.T.C., May 21, 1996) (unreviewed initial 

determination). 
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The moving party bears the initial burden of establishing that there is an absence of a 

genuine issue of material fact and that it is entitled to judgment as a matter of law. Celotex Corp. 

v. Catrett, 477 U.S. 317,323 (1986). When such an initial showing is established, the burden 

shifts to the opposing party, who "must set forth specific facts showing that there is a genuine 

issue for trial." Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 256 (1986). To avoid summary 

judgment, the non-moving party must produce evidence of sufficient caliber to support judgment 

in its favor. See Anderson, 477 U.S. at 252. Such evidence must be real and substantial, not 

merely colorable. Id at 249-50; Matsushita Elec. Indus. v. Zenith Radio Corp., 475 U.S. 574, 

586 (1986) (,,[The non-moving party] must do more than simply show that there is some 

metaphysical doubt as to the material facts."). If the responding party fails to make such a 

showing, the moving party is then entitled to judgment as a matter oflaw. See Celotex, 477 U.S. 

at 325. 

When ruling on a motion for summary judgment, courts must examine all the evidence in 

the light most favorable to the non-moving party. Anderson, 477 U.S. at 255. All "justifiable 

inferences" are to be drawn in the non-moving party's favor. Id 

In patent-based proceedings under section 337, a complainant must establish that an 

industry "relating to the articles protected by the patent ... exists or is in the process of being 

established" in the United States. 19 U.S.C. § 1337(a)(2) (2008). Under Commission precedent, 

the domestic industry requirement of Section 337 consists of an "economic prong" and a 

"technical prong." Certain Data Storage Systems and Components Thereof, mv. No. 337-TA-

471, Initial Determination Granting EMC's Motion No. 471-8 Relating to the Domestic Industry 

Requirement's Economic Prong (unreviewed) at 3 (Public Version, Oct. 25, 2002). The 

"economic prong" of the domestic industry requirement is satisfied when it is determined that the 
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economic activities set forth in subsections (A), (B), or (C) of subsection 337(a)(3) have taken 

place or are taking place. Certain Variable Speed Wind Turbines and Components Thereof, Inv. 

No. 337-TA-376, USITC Pub. No. 3003, 1996 ITC LEXIS 556, Comm'n Op. at 21 (Nov. 1996). 

With respect to the "economic prong," 19 U.S.C. § 1337(a)(2) and (3) provide, in full: 

(2) Subparagraphs (B), (C), (D), and (E) of paragraph (1) apply 
only if an industry in the United States, relating to the articles 
protected by the patent, copyright, trademark, mask work, or 
design concerned, exists or is in the process of being established. 

(3) For purposes of paragraph (2), an industry in the United States 
shall be considered to exist if there is in the United States, with 
respect to the articles protected by the patent, copyright, trademark, 
mask work, or design concerned-

(A) significant investment in plant and equipment; 

(B) significant employment of labor or capital; or 

(C) substantial investment in its2 exploitation, including 
engineering, research and development, or licensing. 

Given that these criteria are listed in the disjunctive, satisfaction of anyone of them will be 

sufficient to meet the domestic industry requirement. Certain Integrated Circuit Chipsets and 

Products Containing Same, Inv. No. 337-TA-428, Order No 10, Initial Determination 

(Unreviewed) (May 4,2000), citing Certain Variable Speed Wind Turbines and Components 

Thereof, Inv. No. 337-TA-376, Commission Op. at 15, USITC Pub. 3003 (Nov. 1996). 

II. Analysis 

As a preliminary matter, I find that it is proper to include the activities of Mr. Ferguson 

and Mr. Gronachan, as predecessors in interest, when considering Motiva's claim of a domestic 

2 Nintendo incorrectly asserts that "its" refers to "the articles protected by the patent." (Mot. Mem. at 11.) 
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industry.3 See e.g., Certain Integrated Circuit Telecommunication Chips and Products 

Containing Same, Including Dialing Apparatus, Inv. No. 337-TA-337, Initial Determination 

(Mar. 9, 1993) (unreviewed in relevant part). In Telecommunication Chips, the ALl considered 

activities and investments of the complainant's predecessors, including the cost a predecessor 

paid for the facility where the domestic industry products were fabricated, the predecessors' 

development and production of the domestic industry products, and the predecessors' engineers 

and technicians engaged in research and development relating to the domestic industry products. 

Nintendo offers no support for its argument to the contrary. 

Regarding the merits of the motion, I find that there are no material facts in dispute on the 

issue before me, which is whether or not Motiva has met the requirement of 19 U.S.C. § 

1337(a)(2) to show that a domestic industry exists or is in the process of being established. 

Motiva relies upon 19 U.S.c. § 1337(a)(3)(C) to support its argument, asserting that it has made 

"substantial investment in [the patents,]4 exploitation, including engineering, research and 

development, or licensing." 

As facts to support its position, Motiva lists the following investments that it asserts 

demonstrate the requisite substantial investment in the patent's exploitation: 

• Time spent by Mr. Ferguson and Mr. Gronachan "on the litigation ofthe 
Asserted Patents in District Court" (Opp. at 8; Opp. Ex. 47 (Ferguson Decl.) ~ 
11; Opp. Ex. 48 (Gronachan Decl.) ~ 24); 

. [ 

] 

3 Ferguson and Gronachan are the named inventors of the asserted patents, U.S. Patent Nos. 7,292,151 ("the' 151 
patent") and 7,492,268 ("the '268 patent"). (Opp. at 2; Motiva's Resp. to Statement of Undisputed Material Fact 
("RSMF") No.1.) 
4 The Commission has made clear that 19 U.S.C. § 1337(a)(3)(C) refers to exploitation of the patent. Certain 
Coaxial Cable Connectors and Components Thereof and Products Containing Same, Inv. No. 337-TA-650, 
Comm'n. Op. (Apr. 14,2010) 
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• [ ] in "legal costs, expenses, and fees for the prosecution of the Asserted 
Patents and related applications from 2003 to the present" (Opp. at 9; Opp. 
Ex. 47 (Ferguson Decl.) ~~ 16-21); 

• Time spent by Mr. Ferguson and Mr. Gronachan "on developing, drafting, 
revising and prosecuting the Asserted Patents and related applications" in 
2004 and 2005 (Opp. at 8; Opp. Ex. 47 (Ferguson Decl.) ~~ 8-9; Opp. Ex. 48 
(Gronachan Decl.) ~ 23); 

• Time spent by Mr. Ferguson and Mr. Gronachan "on engineering, research, 
design and development of the inventions in the Asserted Patents and on 
building the proof-of-concept and demonstration prototypes" from October 
2003 through January 2007 (Opp. at 8; Opp. Ex. 47 (Ferguson Decl.) ~~ 4-6; 
Opp. Ex. 48 (Gronachan Decl.) ~ 21); 

• [ ] in expenses "for the engineering, research, design, development, and 
build ofthe proof-of-concept and demonstration prototypes" incurred from 
October 2003 through August 2007 (Opp. at 8; Opp. Ex. 47 (Ferguson Decl.) 
~22); 

• Time spent by Mr. Ferguson and Mr. Gronachan "developing business plans, 
preparing presentations, demonstrating the prototype, and meeting with 
potential manufacturers to bring the technology in the Asserted Patents to 
market" from 2005 through January 2007 (Opp. at 8; Opp. Ex. 47 (Ferguson 
Decl.) ~ 10; Opp. Ex. 48 (Gronachan Decl.) ~ 23); and 

• $11,000 in legal fees "for a freedom-to-operate opinion concerning Motiva's 
demonstration prototype, which practices both Asserted Patents" incurred in 
2004 (Opp. at 9; Opp. Ex. 47 (Ferguson Decl.) ~ 15). 

While Motiva is correct when it argues that the sum total of a complainant's domestic 

industry activities should be considered, the sum of multiple activities that are each individually 

not relevant to the domestic industry analysis cannot be cobbled together to support a fmding 

that a domestic industry exists or is in the process of being established. For the reasons set forth 

infra, considering the evidence in the light most favorable to Motiva, I find that Motiva's 

investments do not support a finding of either the existence of a domestic industry or that a 

domestic industry was in the process of being established at the time of filing of the complaint in 

this investigation. 
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A. Whether Or Not A Domestic Industry Exists 

A domestic industry must exist at the time ofthe filing of the complaint. 19 U.S.C. § 

1337(a)(2). Section 337 is written in the present tense and requires a domestic industry that 

"exists or is in the process of being established." 19 U.S.c. § 1337(a)(2). Motiva acknowledges 

that section 337 requires that "[t]he owner of the property right must be actively engaged in steps 

leading to the exploitation of the intellectual property." (Opp. at 29.) 

The only activities Motiva asserts as being contemporaneous with the filing of the 

complaint on October 1,2010 are patent litigation and prosecution of "related patent 

applications.,,5 (Opp. at 8-9.) Motiva's own opposition filing demonstrates that all of its other 

activities ceased by August, 2007, which was more than three years prior to the filing of the 

complaint at issue and was prior to the issuance of either of the two patents at suit in this 

investigation.6 Motiva admits, too, that it has never: licensed the asserted patents, offered a 

license for the asserted patents, or received a license offer for the asserted patents. (RSMF Nos. 

25-26,49-51.) Therefore, it is undisputed that Motiva has invested nothing in engineering, 

research and development, or licensing to exploit the patents in suit since they were issued. 

(Opp. at 8-9; Opp. Ex. 47 (Ferguson Decl.) ~~ 4-6, 10, 15,22; Opp. Ex. 48 (Gronachan Decl.) ~~ 

21,23.) 

In Certain Rotary Wheel Printing Systems, Inv. No. 337-TA-185, Comm'n Op., USITC 

Pub. No. 1857 (May 1986), the Commission held "by reaching back beyond [the filing date of 

the complaint], as has been suggested here, the Commission would be attempting to provide 

redress to complainants who were not timely in seeking relief or who, perhaps, had ceased to 

exploit their patent rights by the time of filing the complaint." See also Certain Grain Oriented 

5 For a discussion of Motiva's prosecution of "related applications," see pages 13-14, infa. 
6 The' 151 patent issued on November 6, 2007 (RSMF No.2) and the '268 patent issued on February 17, 2009 
(RSMFNo.3). 
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Silicon Steel, Docket No. 1479, complaint filed in December 1988 (cited in footnote 7, infra.) 

Here, Motiva seeks to have the Commission reach back more than three years prior to the filing 

of the complaint to find evidence to support a finding of the existence of a domestic industry. 

Motiva cites Certain Variable Speed Wind Turbines and Components Thereof, Inv. No. 

337-TA-376, USITC Pub. No. 3003, 1996 ITC LEXIS 556, Comm'n Op. at 22 (Nov. 1996), to 

support its argument that "a domestic industry can be found based on complainant's past 

activities in exploiting the ... patent." (Opp. at 28.) That case is inapposite. In Wind Turbines 

the ALJ found in the Initial Determination that a domestic industry existed. The complainant 

filed for bankruptcy after the ALJ issued the initial determination. The evidence showed that the 

complainant had ceased manufacturing the patented products, but that it continued to provide 

"operation and maintenance services" for the products that were already sold. The complainant 

continued to devote significant resources to manufacture of components of the patented products. 

The Commission endorsed the ALJ's opinion that "the domestic industry determination is not 

made by application of a rigid formula and is no longer confined under those portions of the 

domestic production facilities that manufacture under the patent in controversy." Id at 24. The 

Commission went on to say: 

... a domestic industry can be found based on complainant's past activities in 
exploiting the '039 patent. While there have been circumstances where not 
practicing the patent claim in issue for a significant time has defeated a 
section 337 investigation,7 we note that in this case it has only been a matter of 
several months, at most, since the ALJ found that complainant was, in fact, 
exploiting the '039 patent. Because it has only been a matter of months since 
complainant ceased its manufacturing activities with respect to the KVS-33, and 
because of complainant's substantial investment in plant and equipment, 
significant employment of labor and capital, and substantial investment in 
engineering, research and development related to the patented technology, as well 

7 The Commission noted that in Certain Grain Oriented Silicon Steel (Docket No. 1479, complaint filed in 
December, 1988) they refused to institute a patent-based 337 investigation where the complainants most recent 
activities devoted to exploitation of the technology covered by the patent in question had occurred more than 8 years 
prior to filing the complaint. Wind Turbines at 25, fh. 71. 
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as evidence that it continues to exploit the patent (albeit in a more limited fashion) 

Id. at 25-26 (emphasis in original). In the case at bar, Motiva's activities ceased more than three 

years prior to the filing of the complaint. 

Wind Turbines and other cases with similar results have two significant factors in 

common. First, they all begin with a complainant having a recent history (i.e. within months) of 

significant exploitation of the asserted patents. Second, they all include ongoing, although 

limited, activities by the complainant that indicate continued exploitation of the asserted patents. 

In Certain Battery-Powered Ride-On Toy Vehicles and Components Thereof; Inv. No. 337-TA-

314, Order No.6, unreviewed in relevant part by Commission Notice (January 4, 1991), the 

complainant maintained an inventory of patented products that were still being sold as 

replacement parts. In Wind Turbines the complainant had continued to provide operations and 

maintenance services for the products that were already sold and continued to devote significant 

resources to manufacture of components of the patented products. Finally, in Certain Video 

Graphic Display Controllers and Products Containing Same, Inv. No. 337-TA-412, Initial 

Determination (April 30, 1999), nonreviewed in relevant part by Commission Notice (July 19, 

1999), the complainant was continuing to offer the products for sale from existing inventory; had 

actually licensed the patent to "at least one third party;" and was paying for research and 

development activities for the patented product. Those cases are markedly different from the 

case at bar in which Motiva has admitted that it never produced a product for market, never 

maintained an inventory and never licensed the patents or conducted licensing activities for the 

patents. 

The Commission has not directly addressed the issue of whether research and 

development prior to the issuance of a patent may be counted towards the domestic industry 
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requirement. While several cases support a finding that pre-issuance research and development 

may be considered in determining whether or not a domestic industry exists, those cases all 

involved activities that continued after the respective patents issued. In the instant case, there is 

no assertion that research and development activities occurred after the asserted patents issued. I 

find that Motiva's engineering and research and development activities shall not be considered in 

the domestic industry analysis, because they ended prior to the issuance of either of the patents in 

suit, and therefore, cannot be an investment in the asserted patents' exploitation. 

Moreover, the evidence shows that Motiva's alleged engineering and research and 

development activities peaked prior to the filing of the' 151 patent on July 22, 2005 and then 

waned during prosecution.8 Motiva asserts that Mr. Ferguson spent 5,264 hours and Mr. 

Gronachan spent 300 hours on "engineering, research, design and development ofthe inventions 

in the Asserted Patents and on building the proof-of-concept and demonstration prototypes." 

(Opp. at 8, 16.) I note that all ofthe 300 hours attributed to Mr. Gronachan occurred between 

October, 2003 and January, 2007, which is prior to the issuance of the asserted patents. (Opp. 

Ex. 48 (Gronachan Dec.) ~ 21.) 

Mr. Ferguson's time spent was stated as follows: 

Start Date End Date Hours per Week Total Hours 

~ Oct. 27,2003 ~ Apr. 1,2005 60 hrs/week ~ 4,474 hours 

~ Apr. 2, 2005 ~ Apr. 1, 2006 7 hrs/week ~ 364 hours 

~ Apr. 2, 2006 ~ Jan. 25, 2007 10 hrs/week ~ 420':1 hours 

8 This waning occurred prior to Nintendo's release of the Wii in October 2006. (Opp. at 5) 
9 The Ferguson declaration omitted a total for the hours worked during the period of April 2, 2006 through January 
25,2007. This period is approximately 42 weeks, which calculates to about 420 hours. 
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(Opp. Ex. 47 (Ferguson Decl.) ~~ 4-6.) Based upon Mr. Ferguson's declaration, from October 

27,2003 through January 25, 2007, Mr. Ferguson spent approximately 5,258 hours on 

"engineering, research, design and development of the inventions in the Asserted Patents and on 

building the proof-of-concept and demonstration prototypes." (!d.) Mr. Ferguson further 

declared that he "continued to make firmware and software updates to the demonstration 

prototype through December 2007." (!d. ~ 6.) Given that Motiva asserts that Mr. Ferguson 

spent 5,264 total hours and Mr. Fergusons's declaration accounts for approximately 5,258 hours, 

only about 6 hours remain to have been devoted between January 25, 2007 and December 2007 

on firmware and software updates-about 0.1 % of his total time. I find that Mr. Ferguson's 

time spent on firmware and software updates between January 25,2007 and December 2007, 

was de minimis and does not support a finding of a substantial investment. 

Motiva also asserts that it incurred [ ] in expenses, paid to at least 75 different 

contractors and suppliers in the U.S., for the engineering, research, design, development, and 

build of the proof-of-concept and demonstration prototypes. (Opp. at 8, 17.) These expenses 

were incurred between. [ ] (Opp. Ex. 47 (Ferguson Decl.) 

~ 22.) Notably, only [ ] was incurred in [ ] and only [ ] was incurred in [ ] 

about [ ] ofthe total expenses. lO (Opp. Ex. 7 (Documents Evidencing Engineering, Research, 

Design and Development, and Build of the Proof of Concept and Demonstration Prototypes) at 

2-3.) Motiva has not offered any facts to support a finding that any material activity occurred 

relating to the asserted patents from the time Motiva's development substantially ended in 

January 2007 through the present. 11 (Opp. at 7.) 

10 [ 

[ ] 
11 Further, it is undisputed that all efforts to market a product that Motiva believes embodies at least one claim of the 
asserted patents ended prior to November 6,2007, the date that the' 151 patent issued. (RSMF No. 11.) 
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Next, I find that Motiva's sales and marketing activities should not be considered in the 

domestic industry analysis. It is well settled that sales and marketing activities alone cannot 

satisfy the domestic industry requirement. See, e.g., Certain Stringed Musical Instruments and 

Components Thereof, Inv. No. 337-TA-586, Comm'n Op. (May 16,2008) (quoting H. Rep. No. 

100-40 at 157); Certain Microlithographic Machines and Components Thereof, Inv. 337-TA-

468, Initial Determination (Jan. 29, 2003), unreviewed in relevant part, (Mar. 21, 2003). 

Moreover, Motiva's efforts in "developing business plans, preparing presentations, 

demonstrating the prototype, and meeting with potential manufacturers to bring the technology 

in the Asserted Patents to market" ended in January 2007 - ten months before the' 151 patent 

issued and nearly four years before the complaint in this case was filed. (Opp. at 8; Opp. Ex. 47 

(Ferguson Decl.) 'il1O; Opp. Ex. 48 (Gronachan Decl.) 'il23.) Similarly, the $11,000 in legal fees 

"for a freedom-to-operate opinion concerning Motiva's demonstration prototype, which practices 

both Asserted Patents" were incurred in 2004 - three years before the' 151 patent issued and six 

years before the complaint in this case was filed. (Opp. at 9; Opp. Ex. 47 (Ferguson Decl.) 'illS.) 

Finally, I decline to consider Motiva's patent prosecution activities in the domestic 

industry analysis in this case. In Certain Coaxial Cable Connectors and Components Thereof 

and Products Containing Same, Inv. No. 337-TA-650, Comm'n. Op. (Apr. 14,2010), the 

Commission found that: 

Congress clearly stated that it did not intend mere patent ownership to constitute a 
domestic industry: 

The mere ownership of a patent or other form of intellectual 
property rights would not be sufficient to satisfy this test. The 
owner of the property right must be actively engaged in steps 
leading to the exploitation of the intellectual property, including 
application engineering, design work, or other such activities. 

S. Rep. No. 100-71 at 130. 
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Mr. Ferguson's and Mr. Gronachan's time and the associated legal costs, expenses, and fees for 

prosecuting the asserted patents are steps towards mere ownership. Allowing such activities to 

be considered in the domestic industry analysis would render the domestic industry requirement 

a nullity because every patent requires time and fees to prosecute. 

Regarding Motiva's alleged investments related to patent prosecution, I [md that they are 

not contemporaneous with the filing of the complaint in this investigation. The time expended 

by Mr. Ferguson and Mr. Gronachan relating to patent prosecution occurred in 2004 and 2005, 

approximately five years before the complaint was filed in this investigation. Motiva asserts it 

spent [ ] in "legal costs, expenses, and fees for the prosecution of the Asserted Patents and 

related applications from 2003 to the present." (Opp. at 9; Opp. Ex. 47 (Ferguson Decl.) ~~ 16-

21.) Motiva's own evidence establishes that it did not incur expenses related to the prosecution 

of the asserted patents in the nineteen months preceding the filing of the complaint. (Opp. Ex. 47 

(Ferguson Decl.) ~~ 16-21.) Motiva cites no facts concerning expenditures for or the relevance 

of - the purported "related applications." I find that prosecution of any related applications is in 

no way relevant to the domestic industry analysis of the patents in suit. 

Based upon the foregoing, I find that the undisputed facts establish that, except for 

litigation activities, all of Motiva' s investment in engineering, research and development and 

licensing activities related to the asserted patents ceased prior to issuance of said asserted patents 

and more than three years prior to filing the complaint. These non-contemporaneous activities 

that ceased more than three years prior to the filing of the complaint cannot serve as the basis for 

a finding that Motiva satisfies the domestic industry requirement. I tum to the issue of whether 

or not Motiva's investment in litigation is sufficient to support its assertion of domestic industry 

pursuant to 19 U.S.C. § 1337(a)(3)(C). 
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In Certain Coaxial Cable Connectors and Components Thereof and Products Containing 

Same, Inv. No. 337-TA-650, Comm'n. Op. (Apr. 14,2010), the Commission concluded "that 

patent infringement litigation activities alone, i. e., patent infringement litigation activities that 

are not related to engineering, research and development, or licensing, do not satisfy the 

requirements of section 337(a)(3)(C)." 

Motiva argues unpersuasively that its litigation activities should be considered in the 

domestic industry analysis because its "litigation efforts and expenses are directly related to the 

exploitation of their patent rights, or at the very least are a necessary step toward further 

exploitation, because the massive scale ofNintendo's infringement will otherwise illegally freeze 

Motiva out of its own proprietary technological space." (Opp. at 29.) Motiva cites no authority 

to support this argument. 

Motiva relies on a quote from Order. No. 22 in Male Prophylactics that is taken out of 

context to argue that its litigation efforts do not "stand alone" and should be considered in the 

domestic industry analysis. (Id. (citing Certain Male Prophylactic Devices, Inv. No. 337-TA-

546, Order No. 22 (May 15,2006)).) However, in context, the quote runs counter to Motiva's 

position: 

It is inconsistent with the purpose of Section 337 to allow legal fees, standing 
alone, to establish the economic prong of the domestic industry requirement. In 
enacting Section 337(a)(3)(C) in 1988, the House Ways and Means Committee 
report stated: "[t]his definition does not require actual production of the article in 
the United States if it can be demonstrated that substantial investment and 
activities of the type enumerated are taking place in the United States." H.R. Rep. 
No. 100-40, pt. 1, at 157 (1987). Although subsection (C) does not contain an 
exclusive list of the activities which may be considered as exploitation of a patent, 
I do not read this language as implying that Congress considered the accruement 
of legal fees qualifies as "an industry. "Litigation filed against an accused 
infringer may be a powerful tool for a patentee's licensing efforts. Unless those 
efforts result in a license, however, there is no support for finding that litigation 
expenses are an investment in licensing. 
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Prophylactic Devices, Order No. 22 (emphasis added). Motiva's reliance on Prophylactic 

Devices is misplaced as it has not made efforts to license the asserted patents. (RSMF Nos. 25-

26,49-51.) 

The legal support Motiva offers for its argument relates to licensing, and Motiva has 

admitted that it has conducted absolutely no licensing activities at any time. (RSMF at 25-26, 

49-51.) In fact, Motiva did not even pursue licensing with respondent Nintendo prior to filing 

the complaint at bar. (Opp. at 29.) Motiva's argument is that it should be allowed to preserve its 

property right through patent infringement litigation. Yet, the Commission has clearly stated 

that "a determination that patent infringement litigation activities taken alone constitute 

'exploitation' would render the domestic industry requirement a nullity." Coaxial Cables, 

Comm'n.Op. In that case, the Commission discussed litigation expenses as they might relate to 

exploitation of a patent in connection with licensing activities. The Commission reasoned that 

the word licensing in Section 337(a)(3)(C) suggests exploitation of a patent in a manner similar 

to "engineering" and "research and development." The Commission said, "[i]nvestments in 

engineering as well as in research and development represent efforts to facilitate and/or hasten 

the practical application ofthe invention by, for example, bringing it to market. This suggests 

that Congress intended for the Commission to consider at least licensing activities related to the 

practical application of the invention." Coaxial Cables, at p. 47. Because Motiva has never 

engaged in any sort of licensing activities, the litigation against Nintendo clearly does not relate 

to licensing. 

Nowhere in Motiva's opposition papers does it assert that its litigation activities are 

related to engineering or research and development. As discussed supra, Motiva's engineering 

or research and development activities ended in 2007. Motiva's conclusory allegation that the 
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litigation against Nintendo is intended to allow Motiva to enter the marketplace is not sufficient 

to create a factual dispute regarding whether or not Motiva's litigation activities are related to 

engineering or research and development. (See Opp. at 29-30.) Taking the facts in the light 

most favorable to Motiva, I find nothing that could support a conclusion that the litigation is in 

any way tied to engineering or research and development. 

Based upon all of the foregoing, I find that Motiva's patent infringement litigation 

activities do not exploit the asserted patents and do not satisfY the requirements of 19 U.S.C. § 

1337(a)(3)(C). 

B. Whether or Not a Domestic Industry is in the Process of Being Established 

I find that Motiva has not asserted facts sufficient to show that a domestic industry "is in 

the process of being established." 19 U.S.C. § 1337 (a)(2). In Stringed Instruments, the 

Commission provided guidance as to what is required to show that a domestic industry is in the 

process of being established: 

As for the legislative history of section 337(a)(2), an industry would be 
considered "in the process of being established" if the patent owner "can 
demonstrate that he is taking the necessary tangible steps to establish such an 
industry in the United States." S. Rep. 100-71 at 130. "The owner of the 
intellectual property right must be actively engaged in steps leading to the 
exploitation of the intellectual property, including application engineering, design 
work, or other such activities. The Commission should determine whether the 
steps being taken indicate a significant likelihood that the industry requirement 
will be satisfied in the future." H. Rep. 100-40 at 157. Moreover, "the mere 
ownership of a patent or other form of intellectual property rights would not be 
sufficient to satisfY this test." S. Rep. 100-71 at 129. 

Motiva argues that "its prosecution activities and expenses, as well as its freedom-to-

operate opinion, can qualifY at least as a tangible step toward the creation of a domestic industry 

through licensing, and are a contribution to the broad totality of Mot iva's investment in the 

exploitation of its technologies." (Opp. at 32.) However, it is undisputed that other than 
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assigning the asserted patents to Motiva, there have been no offers to license and no requests to 

license either of the asserted patents. (RSMF Nos. 25-26, 49-51.) Motiva's activities do not 

"indicate a significant likelihood that the industry requirement will be satisfied in the future." 

I find that Motiva ceased investing in research and development, marketing, or any step 

towards creating a domestic industry, in 2007. (Opp. at 23-24 (citing RSMF Nos. 22-24).) 

Motiva does not directly dispute that it had stopped investing in research and development and 

marketing for the asserted patents in 2007. (Jd.) As I found, supra, Motiva's patent litigation 

activities are not to be considered as part of the domestic industry analysis, and its prosecution of 

"related applications" is not relevant to the domestic industry analysis. Motiva has alleged no 

facts to show that it is otherwise making efforts to exploit the asserted patents. Motiva's 

assertion that once it wins its patent infringement litigations against Nintendo, it will reenter the 

market (Opp. at 23) is insufficient to show that it is in the process of establishing a domestic 

industry. To find otherwise would render the domestic industry requirement a nullity. 

Based upon all of the foregoing and considering the evidence in the light most favorable 

to Motiva, I find that Nintendo has demonstrated that here is no genuine issue as to any material 

fact and that Nintendo is entitled to summary determination as a matter of law that no domestic 

industry "exists" or is in the process of being established to exploit the patents asserted in this 

investigation. 

ORDER 

It is my Initial Determination that Motion No. 743-004 is hereby GRANTED. 

Investigation No. 337-TA-743 is hereby terminated. 

This Initial Determination, along with supporting documentation, is hereby certified to 

the Commission. Pursuant to 19 C.F.R.§ 21O.42(h), this Initial Determination shall become the 
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determination of the Commission unless a party files a petition for review of the Initial 

Determination pursuant to 19 C.F.R. § 21 0.43 (a), or the Commission, pur.>uant to 19 C.F.R. 

§ 210.44, orders, on its own motion, a review of the Initial Determination or certain issues 

herein. 

Within seven (7) days of the date ofthis Order, each party shall submit to the Office of 

the Administrative Law Judges a statement as to whether or not it seeks to have any portion of 

this document deleted from the public version. The parties' submissions may be made by 

facsimile and/or hard copy by the aforementioned date. 

Any party seeking to have any portion of this document deleted from the public version 

thereof must submit to this office a copy oftlris document with red brackets indicating any 

portion asserted to contain confidential business information. The parties' submissions 

concerning the public version of this document need not be filed with the Commission Secretary. 

SO ORDERED. 

. Rogers, Jr. 
Administrative Law Judge 
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